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For the second time in six years, the U.S. Court of Appeals for the Ninth 

Circuit weighed in, via an unpublished opinion in Anheuser-Busch 

Companies v. Clark, on a former employee’s claim that any theft of trade 

secret recipes and other information was protected speech under 

California’s anti-SLAPP laws.[1] 

 

On March 20, 2019, the Ninth Circuit upheld the lower court’s decision to 

deny the anti-SLAPP motion and allow Anheuser-Busch to prosecute its 

civil claims against a former employee even where the former employee 

provided the trade secret information to lawyers to support a separate 

class action lawsuit and where an insider/current employee provided the 

trade secret information to the former employee. Further, the Ninth 

Circuit concluded that employers can hold their employees to post-employment 

confidentiality and certification agreements. 

 

The opinions arising in this case demonstrate the importance of long-term planning and that 

protecting trade secrets can involve protracted litigation. Moreover, the outcome of the 

case, thus far, underscores the importance of confidentiality agreements, maintaining trade 

secrets and confidential materials, and providing the court with ample evidence of the 

employer’s efforts to maintain its secrets in confidence in the face of an anti-SLAPP motion 

or on summary judgment. 

 

Two interesting takeaways, described in further detail below, include: (1) the defendant's 

efforts to have a current employee provide him with trade secret information that caused 

the employee to breach his confidentiality agreement helped to support the 

“misappropriation” prong of the California Uniform Trade Secrets Act claim; and (2) an 

employment agreement that requires employees, after their employment has ended, to 

certify that the employee has not utilized trade secret information after the employee’s 

departure is an enforceable agreement. 

 

Background 

 

Defendant James Clark worked for Anheuser-Busch from 1998 until 2012 in a capacity that 

gave him access to its confidential, proprietary and trade secret information. AB required 

Clark and its other employees, to enter into agreements to protect AB’s confidential, 

proprietary and trade secret information, to return all confidential information at termination 

of employment, not to disclose the confidential information and, following termination, upon 

AB’s request, to certify that the employee had not disclosed or used any confidential 

information. 

 

Clark did not dispute that he downloaded and retained company documents and information 

after his departure, and, several months after he resigned, Clark, also convinced one of his 

former co-workers to send him a document containing information on AB’s trade secret 

recipe for its beer and information related to the brewing process. 

 

AB likely learned about this transmission through its internal security measures, and on Feb. 

8, 2013, asked Clark to certify, as he had agreed to do under the confidentiality agreement 

that he had not used or disclosed any confidential information that he had learned during 
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his employment. Clark refused. A few days later, lawyers filed a consumer class action 

lawsuit alleging that AB intentionally overstated the alcohol content on its labels that relied, 

in part, on the content of the information that Clark provided. 

 

Litigation: Round 1 

 

One week later, AB sued Clark for breach of contract, misappropriation of trade secrets 

(under the California UTSA), and for the return of its personal property. Clark’s lawyers filed 

an anti-SLAPP motion to try to defeat the claims. 

 

An anti-SLAPP motion is supposed to prevent meritless litigation designed to chill first 

amendment rights. If successful, the court should strike the offending complaint and award 

the defendant its attorney fees. If a defendant establishes that the challenged case arises 

from protected activity, the plaintiff, here AB, must meet the challenge of demonstrating a 

probability of prevailing on the merits. 

 

In July 2013, the U.S. District Court for the Eastern District of California denied the anti-

SLAPP on the basis that the claims did not arise out of protected activity. Clark appealed 

and in November 2015, the Ninth Circuit concluded that Clark satisfied the first prong, 

finding that AB’s claims arose from protected activity, litigation, and sent the case back to 

the district court to determine whether AB could establish a probability of prevailing on its 

claims.[2] 

 

Litigation: Round 2 

 

On March 23, 2017, the district court concluded that AB had a probability of success and 

denied the anti-SLAPP motion.[3] The order provides a detailed road map to assist any 

litigator contemplating a misappropriation of trade secret claim under California’s Uniform 

Trade Secrets Act and interesting insight into breach of contract. 

 

California UTSA 

 

Identification of Trade Secret 

 

The district court concluded that AB’s declarant provided the detailed level of testimony so 

that it could conclude that the information at issue contained brewing processes and 

techniques that were not known to competitors, that AB spent time, money and effort to 

develop the proprietary techniques sufficient to separate that information from general 

knowledge. 

 

Reasonable Efforts to Maintain Secrecy 

 

Likewise, AB’s declarant testified that the document at issue was only provided to a limited 

group of employees and while the defendant submitted a declaration claiming that the 

secret information was not maintained in secrecy, the district court observed that the 

defendant’s argument was not material as it only reviewed the plaintiff’s evidence to reach 

its conclusion and would not weigh competing evidence at this juncture. 

 

Defendant Acquired Materials Through Improper Means 

 

One of the most interesting conclusions that the trial court came to was its finding that 

Clark misappropriated the trade secrets or, acquired them through improper means when it 

concluded that Clark’s request of a former co-worker to send him the trade secret materials 



by inducing a current AB employee to take the information and to induce that employee to 

breach that employee’s confidentiality obligations. Thus, even though a current employee 

sent Clark the trade secret information, because he did so without authorization and Clark 

was complicit in having his former colleague breach his contract with AB, the court found 

that the element of misappropriation was demonstrated. 

 

Damages 

 

AB’s declarations that the loss of the trade secrets caused damages, including current and 

future sales and legal expenses, satisfied the court. 

 

Breach of Contract 

 

Much of AB’s evidence of breach of the confidentiality agreement included Clark’s 

predeparture activities including accessing and downloading confidential and trade secret 

documents in the month before resigning. In addition, and consistent with the finding that 

Clark’s request of his former co-worker constituted improper means of acquiring trade 

secrets, the district court agreed that inducing his co-worker to breach the co-worker’s 

confidentiality agreement constituted a breach of Clark’s employment agreement with AB. 

Moreover, Clark’s refusal to, in his post-employment life, comply with the contractual 

certification obligations demonstrated a likelihood of prevailing on the breach of contract 

claim. 

 

Ninth Circuit: Part 2 

 

On this round, almost two years after the district court’s order denying the anti-SLAPP 

motion, the Ninth Circuit upheld the district court’s order and affirmatively agreed that AB 

demonstrated a likelihood of success on both the California UTSA misappropriation of trade 

secret and breach of contract claims in a short three-page unpublished opinion. 

 

Litigation: Round 3 

 

On April 15, 2019, Clark filed his answer and demanded a jury trial. 

 

Lessons for Employers 

 

The Clark case demonstrates that an employer can prevail when presenting specific 

evidence of its trade secret, and its efforts to maintain the trade secrets and enforce its 

employment and confidentiality agreements. Further, it provides guidance that even where 

an insider provides trade secret information in a manner that violates the insider’s 

confidentiality agreements that courts should consider such actions to be evidence of 

misappropriation. And, the decision confirms that employers can enforce post-employment 

confidentiality and certification requirements over former employees, but that time, effort 

and expense may be required to get there. 

 

Employers should utilize their counsel to conduct annual reviews of confidentiality 

agreements to ensure that they are up to date, reference all applicable law and adopt court-

sanctioned contract language such as the certification language approved in Clark. 
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